The USPTO rule clarifying prophetic patents doesn’t fix the problem
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Among the many leniencies that are offered to applicants is the ability to support claims through the use of prophetic examples—experiments that were never conducted—in the patent specification.65 Recently, the USPTO adopted much-needed rules requiring applicants to more clearly identify prophetic versus actual experiments.66 This measure was adopted, in part, at the urging of Senator Thom Tillis, who based his recommendation on recent work by Professors Lisa Ouellette and Heidi Williams.67 For obvious reasons, clarifying that experiments described in a patent specification were not actually conducted is important. Yet this clarification does not itself eliminate the fundamental problem caused by the use of prophetic examples. As Ouellette and Williams note, their proposed clarification does not address the larger question “whether patents on completely untested inventions should be allowed.”68 The time to answer that question is now. 
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